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DETAILED ACTION 

Claims 43-76 are pending in the application. 

This action is in response to applicants' amendment dated June 23, 2004. 
Claims 43 and 62 have been amended and claims 75 and 76 are newly added. 

Response to Arguments 

Applicant's arguments filed June 23, 2004 have been fully considered with the 
following effect: 

1 . The applicant's amendments are sufficient to overcome the 35 U.S.C. § 1 12, first 
paragraph rejection labeled paragraph 1) maintained in the last office action, which is 
hereby withdrawn. 

2. The applicant's amendments are sufficient to overcome the 35 U.S.C. § 1 12, first 
paragraph rejection labeled paragraph 4) in the last office action, which is hereby 
withdrawn. 

3. The applicant's filing of a terminal disclaimer is sufficient to overcome the 
obviousness-type double patenting rejection labeled paragraph 5) in the last office 
action, which is hereby withdrawn. 

In view of the amendment dated June 23, 2004, the following new grounds of 
rejection apply: 

Election/Restrictions 

4. Objection is made to claims 43-76 as containing non-elected subject matter. The 
claimed compounds, compositions, and methods that employ them present a variable 
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core. The formula contains compounds drawn to the non-elected inventions. The 
applicants election of Group II of the restriction requirement presented in the parent 
application in the preliminary amendment filed January 9, 2001. Group II was as 
follows: Claims 1, 3-14 and 18-27, drawn to compounds, compositions and method of 
use where at least one of the substituents R" and is an oxygen or sulfur containing 
hetero ring and the other is non-nitrogen containing hetero ring with no additional 
heterocyclic rings as shown in species A32, A41 , A42, A140 and A1 61 . The 
compounds as claimed herein include nitrogen containing hetero rings in the definition 
of R"^ and R^^ (last line on page 2); in the definition of R", R' and R^ where R'', R' and R^ 
contains a nitrogen atom (line 7 on page 3 and in line 9 of claim 62); the definition of R^ 
where R^ is tetrazol-5-yl (line 21 on page 4); the definition of R^^ and R^'* where R^^ and 
R^"* can be combined to include 1 ,3-dioxolane or 1 ,3-dloxane (see lines 1-2 on page 5); 
and the definition of R^^ and R^"^ where R^^ and R^"* together with the attached nitrogen 
atom can form a 5 to 7-membered ring (see lines 13-14 on page 5). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification sfiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

5. Claims 43-76 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the Invention. The following reasons apply: 

a) Claims 43-45. 48, 50-58, 60-65, 68-73, 75 and 76 are vague and indefinite 

in that it is not known what is meant by the definition of R^ where R^ comprises 
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in (b) which is open ended and reads on more than is positively recited. See line 
8 in claim 43. 

b) Claims 43-65 and 68-76 are vague and indefinite in that it is not known 
what is meant by the definition of heteroaryl where heteroaryl comprises in' (a) 
which is open ended and reads on more than is positively recited. See line 1 on 
page 3. 

c) Claims 43-65 and 68-76 are vague and indefinite in that it is not known 
what is meant by the definition of R""^ and R^^ where R""^ and R^^ comprising in 
(i.) which is open ended and reads on more than is positively recited. See line 20 
on page 3. 

d) Claims 43-65 and 68-76 are vague and indefinite in that it is not known 
what is meant by the definition of R^^ and R^^ where R""^ and R^^ comprises in 
(d) which is open ended and reads on more than is positively recited. See line 
24 on page 3. 

e) Claims 43-56, 59-65 and 68-76 are vague and indefinite in that it is not 
known what is meant by the definition of the second bridge between R""^ and R^^ 
where R""^ and R^^ is as set forth below, which it is not. See line 24 on page 3. 

f) Claims 43-55, 59-72, 75 and 76 are vague and indefinite in that it is not 
known what is meant by the definition of R^ where R^ comprises, which is open 
ended and reads on more than is positively recited. See line 1 on page 4. 


Application/Control Number: 09/757,01 1 Page 5 

Art Unit: 1624 

g) Claims 43-52, 55-65 and 68-76 are vague and indefinite in that it is not 
known what is meant by the oxygen of R^^ and the sulfur of R^^ where R^^ does 
not contain and oxygen atom and R^^ does not contain a sulfur atom, 

h) Claim 57 recites the limitation "completes a single bond linking two Ar 
rings of R'^ and R^^ or is (C1-C2) alkylene or -CH=CH-" in the definition of 
There is insufficient antecedent basis for this limitation in the claim. 

i) Claim 58 recites the limitation "-CH2CH2- or CH=CH" in the definition of 
There is insufficient antecedent basis for this limitation in the claim. 

j) Claims 64, 65 and 72 are vague and indefinite in that it is not known what 

is meant by the composition comprising, which is open ended and reads on 

more than is positively recited. See line 1 of claim 64. 

k) Claim 66 recites the limitation "OR^^" in the definition of R^. There is 

insufficient antecedent basis for this limitation in the claim. 

I) Claims 68-71 , 75 and 76 are vague and indefinite in that it is not known 

what is meant by the method of use where each disorder listed is comprising, 

which is open ended and reads on more than is positively recited. See lines 1 , 3, 

4, 5, 6, 7, 8 and 10 of claim 68; lines 2, 3 and 4 of claim 70; and line 1 of claim 

71. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda Coleman whose telephone number is 571-272- 
0665. The examiner can normally be reached on 9:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund Shah can be reached on 571-272-0674. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Brenda Coleman 

Primary Examiner Art Unit 1624 

September 16, 2004 


